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DETAILED ACTION 
Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 17, 19, and 25-27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Evans (USPN 3,792,863) in view of Allen (USPN 4,940,236). 

Claims 17 and 25 are anticipated by Evans' disclosure of a swing measurement system 
and multi-swing display that comprises of: a diagnostic golf club comprising a club head [14], a 
shaft attached to the club head (see FIG 1\ a plurality of strain gauges attached to the shaft 
[22,24,26], where the strain gauges are used to measure data related to the golf club during a golf 
swing (see col 1: In 58-col. 2: In 8). Furthermore, Evans' invention transmits the respective 
outputs of the sensors to a nearby "console" (ie: a computer) located in a separate space for 
processing the data received and stored in a memory device (see col. 2: In 9-24). The strain 
gauges taught by Evans provides the club with the ability to receive and store temporarily 
(enough time to transfer it to the remote console) the information collected from the swing of the 
club. Evans' also teaches an interface mechanism that is coupled to the diagnostic golf club for 
providing communication between the diagnostic golf club and the computer (ie: the FM 
transmitter (golf club) and receiver (in the console) (see FIGS. I [elements 30, 22,24,26], col. 2: 
In 32-45). Finally, Evans' invention allows for a means for transferring the swing load 
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measurements to the console. Evan's also teaches an invention with an internal memory device 
on the console to store data for multiple swings of the diagnostic golf club and then the data is 
uploaded to the console via the interface mechanism (ie: transmitted from the golf club to the 
console) {see FIGS. l-2[element 52], col 2: In 46-56, col. 3: In 12-19). 

However, Evans lacks in disclosing the use of an internal memory device located in the 
golf club. Allen teaches in an analogous golf club the use of a distance computer built entirely 
into a golf club without significantly altering the swing-weight, total weight, feel, or durability of 
the club. Within Allen's club, an integrated circuit board having an internal memory is mounted 
in the shaft parallel to the shaft access {see FIGS. 12-15, col. 4: In 10-15, col 8: In 1-17). This 
integrated circuit board enables the information to be stored temporarily before it is transferred to 
the main computer or console. Therefore it would have been obvious to one of ordinary skill in 
the art, at the time of the applicant's invention to combine Allen's golf computer with Evans' 
system in order to create a computer aided diagnostics system that includes an internal memory 
device incorporated into a golf club without significantly changing the swing-weight and total 
experience for the player. 

In regard to claims 1 9 and 26, Evans discloses a device that allows for a golf club to 
transmit respective outputs of sensors to a nearby console for use of analyzing a golf swing. The 
use of the device with a golf club is inherent in the art to include the various embodiments of a 
golf club such as a driver, a fairway wood, an iron, or putter {see FIGS. 1, col. 2: In 58-68). 

Regarding claim 27, Evans teaches a diagnostic golf club comprising a club head, a shaft 
attached to the club head, means for measuring swing loads of a golfer during a golf swing {see 
col 1: In 58-col 2: In 24). Evans includes a swing load measuring means disposed on the shaft 



* 

Application/Control Number: 10/605,785 Page 4 

Art Unit: 3714 

in the form of strain gauges. The implementation of Allen's diagnostic golf club implements the 
elements of a computing device onto the club itself {see FIGS. 12-15, col 4: In 10-15, col 8: In 
1-1 7). This includes the use of memory devices to store the information collected from a swing 
of the club. Therefore although Evans and Allen teach the claimed invention except for a ring 
buffer memory they do inherently through the use of a computer teach the implementation of a 
non- volatile memory device. All computers implement the use of a memory storage device that 
includes flash memory or random access memory (ie: RAM) that are classified as non-volatile 
memory. Thus it would have been obvious to one having ordinary skill in the art at the time the 
invention was to implement a ring buffer memory as opposed to a generic RAM chip, since it has 
been held to be within the general skill of a worker in the art to select a known material on the 
basis of its suitability for the intended use as a matter of obvious design choice. In re Leshin, 
125 USPQ416. 

Claim 18 and 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Evans and Allen as applied to claims above, and further in view of Bouton (USPN 
5,472,205). 

In regards to claims 1 8 and 20, Evans and Allen discloses a diagnostic golf club that 
includes an internal memory device, a power control circuit, a signal conditioning circuit for the 
plurality of strain gauges and a communication circuit {see FIG. 1, col 1: In 58-col 2: In 9). As 
taught by Allen, circuit board may be fashioned on the surface of a club or within any space 
where it may fit such as the hollow interior of the shaft {see FIGS. 12-13). Additionally, Evans 
shows in FIG. 1 a schematic of the circuitry that exists in the invention and that its real world 
application would involve a circuit board designed to enable the features described above. 
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Although, Evans in view of Allen does disclose a communication circuit it lacks in disclosing a 
serial communication embodiment as a means for communicating between the processing 
console and golf club. 

Bouton discloses an analogous video golf system that responds to a user swinging a golf 
club and a sensing system in order to give feedback to the user. In the Bouton' s invention, he 
teaches the use of a microcontroller and a serial port transmitter to send information to a 
computer (see col. 2: In 31-48). Bouton teaches that it is possible to send information to a 
variation of ways one of which is a serial data transmitter (see col. 5: In 29-54). In addition, a 
serial interface device inherently includes the use of a plurality of pins and receptors to connect 
one device to another. As a result the implementation of a serial interface device would teach the 
use of such items when transferring the swing load measurements from the diagnostic golf club 
to the computer as taught by the prior art. Therefore one would be motivated to modify Evans 
invention to include a serial interface as a means for transmitting the diagnostic information as 
an obvious alternative for design choice. It would thereby be obvious to one of ordinary skill at 
the time of the invention to combine the teachings of Bouton with Evans in order to create a golf 
diagnostic device using a serial interface communication device to communicate between the 
golf club and processing console. 

Response to Arguments 

Applicant's arguments filed 08/08/2005 have been fully considered but they are not 
persuasive. Applicant argues that Evans and Allen lack in teaching the limitations of the 
independent claims. However, Allen in fact teaches the use of an internal memory device within 
the club to store information from a users golf swing (see col 8: In 1-15). In response to 



Application/Control Number: 10/605,785 Page 6 

Art Unit: 3714 

applicant's argument that Evan's and Allen implement the internal memory device that is used to 
store multiple swings of the diagnostic club", a recitation of the intended use of the claimed 
invention must result in a structural difference between the claimed invention and the prior art in 
order to patentably distinguish the claimed invention from the prior art. If the prior art structure 
is capable of performing the intended use, then it meets the claim. However the current claimed 
invention lacks in distinguishing itself from the prior art of record. Evans implements a 
diagnostic golf club, which in used with combination of Allen would result in a diagnostic golf 
club that transmits information from an internal memory device to a separated computer console. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Wood (US 6,083,123) - Method of Fitting Golf Clubs for Golfers implements a 
diagnostic golf club that uses a processor and memory device to help find a club with the right fit 
for a user. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communication from the examiner 
should be direct to Ryan Hsu whose telephone number is (571)-272-7148. The examiner can 
normally be reached on M-F 8:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cheryl J Tyler can be reached at (571)-272-4834. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, contact the Electronic Business Center (EBC) at 1-866-217-9197 (toll-free). 




CHERYL TYLER 
SUPERVISORY PATENT EXAMINER 




November 8, 2005 



